Application No.: 10/524720 

Amendment Dated: April 23, 2009 

Reply to Office action of: January 23, 2009 



REMARKS 

Applicant would like to thank the Examiner for the careful consideration given 
the present application. The application has been carefully reviewed in light of the 
Office action, and amended as necessary to more clearly and particularly describe 
the subject matter which applicant regards as the invention. 

Initially, claims 1 and 5-10 are cancelled. The cancellation of the claims is 
made without prejudice. Applicant retains the right to pursue the subject matter of 
the claims in a future application or applications (namely, divisional application(s)). 

Claim 1 was rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for including a trademark/tradename. As mentioned above, claim 1 has 
been cancelled. However, the term KETJEN black was also used in claim 4. 
Accordingly, the rejection will be discussed as applicable to claim 4. 

In rejecting the claim, the Examiner held that the use of a trademark or a 
trade name cannot properly be used to identify any particular material or product in a 
claim. As KETJEN black was used to indicate the type of carbon particles in the 
claim, the Examiner found the claim recitation indefinite. Contrary to the Examinees 
assertion, it is submitted that the recitation of "KETJEN black" does not render the 
claim indefinite. Rather, it is submitted that a person of ordinary skill in the art would 
understand that KETJEN black is widely used as representing carbon particles that 
have a hollow shell structure. 

In support of this position, applicant has included Appendices A and B. 
Appendix A shows that there is no active registration for the mark "KETJEN black". 
As such, contrary to the Examiner's assertion, KETJEN black is not merely a 
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trademark or trade name. Appendix B is a search conducted on the PTO's website 
showing that 1,029 issued patents use the term "KETJEN black" in the claim 
language. Accordingly, even if KETJEN black could be interpreted as being a 
trademark or trade name, the number of issued patents using the term in their claim 
language indicates that the term is widely understood by those of ordinary skill in the 
art. 

Thus, the recitation of "KETJEN black" in the claim does not render the claim 
indefinite. Rather, in view of the fact that "KETJEN black" is not an actively 
registered mark and is commonly used in claim language, it is submitted that a 
person of ordinary skill in the art would readily understand the language as 
representing carbon particles having a hollow shell structure. As such, claim 4 is 
considered to be allowable over 35 U.S.C. 112, second paragraph. Reconsideration 
and withdrawal of the rejection is requested. 

Claim 4 was rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
2002-25571 , for which US 2003/0031 91 2 to Saito et al. is taken as an English 
equivalent (both of which will hereinafter be referred to as "Saito"). The rejection is 
traversed for the following reasons. 

The invention defined in claim 4 is directed to a fuel cell separator 
sandwiching from both sides via diffusion layers an anode and a cathode set against 
an electrolyte film. The separator is made of a mixture of a thermoplastic resin, at 
least one type of carbon particles, and glass fiber or carbon fiber. A proportion of 
the thermoplastic resin in the mixture is between about 14 to 20wt%, a proportion of 
the carbon particles is between 70 to 83.5wt%, and a proportion of the glass or 
carbon fiber is between about 2.5 to 10 wt%. Further, claim 4 has been amended to 
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define that the carbon particles include 3 to 20 wt% KETJEN black. 

Saito is cited for teaching a fuel cell separator that renders the fuel cell 
separator of claim 4 obvious. The fuel cell separator of Saito includes 100 weight 
parts of carbon particles such as graphite or carbon black, 10-50 weight parts of a 
thermoplastic resin such as ethylene-vinyl acetate copolymer, and 0-10 weight 
parts of a carbon fiber or glass fiber. While Saito does not teach an embodiment 
that is anticipatory of the invention of claim 4, the Examiner found that the invention 
as a whole would have been obvious because the weight percentage ranges of 
Saito overlap those of claim 4. 

However, Saito does not teach or suggest that the carbon particles include 3 
to 20 wt% KETJEN black, as required by claim 4. Rather, Saito does not teach or 
suggest the use of KETJEN black as a carbon particle, and accordingly is silent as 
to the relative proportions of KETJEN black in the carbon particles. Thus, as 
amended, claim 4 recites features that are not taught or suggested by the Saito 
reference. As such, the cited reference does not render claim 4 obvious. 
Reconsideration and withdrawal of the rejection of claim 4 is requested. 

New claim 1 1 has been added for consideration in the present amendment. 
Claim 1 1 mirrors the language of original claim 4, but for changing the weight 
percentage of the carbon or glass fiber. Particularly, the carbon or glass fiber weight 
percentage is defined in claim 1 1 as being between 8 to 10 wt%. As will be shown 
below, Saito fails to teach or suggest a carbon or glass fiber weight percentage that 
is higher than 7.8%. 

The weight parts of Saito are not disclosed as a percentage by weight. 
Rather, the disclosure refers to "weight parts". The separator of Saito has 100 
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weight parts of carbon particles, 10-50 weight parts of a thermoplastic resin, and 0 
- 1 0 weight parts of a carbon or glass fiber. Assuming the use of the maximum 
amount of carbon or glass fiber and the fixed 100 weight parts of carbon particles, 
the below equation determines the weight parts of thermoplastic resin required to 
achieve the minimum claimed 14% thermoplastic resin, as in claim 11. 

x/(110 + x) = .14 

Solving for x yields: 

x= .14(x)/ .86 
x = 17.9 

Thus, assuming a maximum amount of carbon or glass fiber is used, 1 7.9 
weight parts of thermoplastic resin must be used to meet the features of the claimed 
invention. With 17.9 weight parts of thermoplastic resin, the maximum weight 
percentage of carbon or glass fiber is 7.8%. Accordingly, operating within the 
ranges disclosed in Saito, the separator cannot have carbon or glass fiber of a 
weight percentage greater than 7.8%. 

Thus, as amended, claim 1 1 defines a range of weight percentage of carbon 
or glass fiber that is not within the range disclosed by Saito. Particularly, as shown 
above, the Saito separator cannot have carbon or glass fiber in a weight percentage 
between 8 and 10. Accordingly, claim 1 1 recites features that are not taught or 
suggested by Saito and is therefore considered to be allowable over the art. 
Favorable consideration of claim 11 is requested. 

Additionally, claim 12 has been added for consideration in the present 
amendment. Claim 12 is similar to claim 4, however limits the thermoplastic resin 
material to ethylene / ethyl acrylate copolymers, excluding ethylene / vinyl acetate 
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copolymers. As such, the thermoplastic resin used in the separator of claim 12 is an 
ethylene/ethyl acrylate copolymers. Saito does not teach or suggest the use of 
ethylene/ethyl acrylate copolymers as a thermoplastic resin material. Accordingly, 
claim 12 recites features that are not taught or suggested by Saito, and is therefore 
considered allowable over the art. Favorable consideration of claim 12 is requested. 

In light of the foregoing, it is respectfully submitted that the present application 
is in a condition for allowance and notice to that effect is hereby requested. If it is 
determined that the application is not in a condition for allowance, the Examiner is 
invited to initiate a telephone interview with the undersigned attorney to expedite 
prosecution of the present application. 

If there are any additional fees resulting from this communication, please 
charge same to our Deposit Account No. 18-0160, our Order No. SHM-15906. 

Respectfully submitted, 
RANKIN, HILL & CLARK LLP 

By /Samir S.Khoury/ 

Samir S.Khoury, Reg. No. 60174 

38210 Glenn Avenue 
Willoughby, Ohio 44094-7808 
(216) 566-9700 
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